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DETAILED ACTION 



Response to Amendment 



1. This Office action is in response to the amendment field 4/1/2004 (paper no. 7). 



2. The information disclosure statement filed 6/1/2004 (paper no. 8) has been considered. 



3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-2, 12-13, 16-20, 22-30 and 34-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Oi (JP 10-210072 A) in view of Bosco (US PAT. 6,335,963). 

Regarding claim 1, Oi discloses a method of notifying a user of the receipt of an e-mail 
by a mail center (2, figure 1) comprising transmitting a notification message in a broadcast 
signal, wherein the notification message comprising mail reception data (abstract). Oi differs 
from the claimed invention in not specifically teaching the mail reception data comprising at 
least part of the text of the e-mail, and receiving a request for the notification message to be 
transmitted. However, Bosco teaches an electronic mail system providing a user with notification 



Information Disclosure Statement 



Claim Rejections - 35 USC § 103 
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of a received e-mail message by receiving a request for notification message to be transmitted 
(steps 440-460, figure 4 and col. 5 lines 7-160, wherein the notification comprising what to send 
information including at least part of the text of the e-mail (col. 5 line 63 through col. 6 line 1 
and col. 6 lines 44-47) in order make user friendly by providing different options regarding 
information in the notification or alert consistent with the capabilities of user's communication 
equipment. Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to modify Oi in having the mail reception data comprising at least 
part of the text of the e-mail, and receiving a request for the notification message to be 
transmitted, as per teaching of Bosco, in order make user friendly by providing different options 
regarding information in the notification or alert consistent with the capabilities of user's 
communication equipment. 

Regarding claim 2, Oi discloses the notification message being sent without user prompt 
(abstract), as well as Bosco (col. 1 lines 38-48). 

Regarding claims 3-5, Oi teaches the notification message including an identifier of a 
receiver (6, figure 1) to which the notification to be sent and the receiver compares the identifier 
with stored identifier, i.e., a smart card number, at the receiver (detailed description, paragraphs 
[0024] and [0035]). 

Regarding claims 6-8, Bosco teaches a database at a central location for storing 
information related to e-mail accounts linked with unique ID and what to send information, i.e., 
identifiers of receivers or smart card numbers of the receivers, wherein the broadcast signal is 
part of a subscription service and information relating to e-mail accounts is linked to information 
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relating to the subscription service in order to enhance the system to notify or alert a user 
consistent with the user's subscription (col. 2 line 58 through col. 5 line 25). 

Regarding claims 9-10, Bosco discloses the notification message comprising an identifier 
of the recipient of the e-mail and an identifier of the sender of the e-mail (col. 6 lines 45-52). 

Regarding claims 12-13, Oi clearly discloses the notification message being sent to a 
receiver (6, figure 1), wherein the receiver generates a signal for indicating to the user receipt of 
the e-mail by the mail center (detailed description, paragraph [0039]). 

Regarding claims 16-18, Oi discloses that the broadcast signal is a digital data stream, 
wherein the notification is sent as a section of the digital data stream by way of an entitlement 
management message (detailed description, paragraphs [0041] through [0043] and paragraph 
[0046]). 

Regarding claim 19, Oi disclose a method of notifying a user (i.e. user A) of the receipt 
of e-mail by a mail center (2, figure 1), which e-mail id to be transmitted to the user via a first 
medium (i.e., a terminal unit 4, figure 1), comprising transmitting a notification message, 
indicating the receipt of e-mail by the mail center to the user via a second medium (i.e., a 
television 7, figure 1), different from the first medium (abstract and detailed description, 
paragraphs [0020] through [0024]). Oi differs from the claimed invention in not specifically 
teaching the notification message comprising at least part of the text of the e-mail, and receiving 
a request for the notification message to be transmitted. However, Bosco teaches an electronic 
mail system providing a user with notification of a received e-mail message by receiving a 
request for notification message to be transmitted (steps 440-460, figure 4 and col. 5 lines 7-160, 
wherein the notification comprising what to send information including at least part of the text of 
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the e-mail (col. 5 line 63 through col. 6 line 1 and col. 6 lines 44-47) in order make user friendly 
by providing different options regarding information in the notification or alert consistent with 
the capabilities of user's communication equipment. Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify Oi in having the 
notification message comprising at least part of the text of the e-mail, and receiving a request for 
the notification message to be transmitted, as per teaching of Bosco, in order make user friendly 
by providing different options regarding information in the notification or alert consistent with 
the capabilities of user's communication equipment. 

Regarding claim 20, Oi discloses that the first medium is a switched medium and the 
second medium is a broadcast medium (figure 1 and detailed description, paragraphs [0023] and 
[0024]). 

Regarding claim 22, the limitations of the claim are rejected as the same reasons set forth 
in claim 1 . 

Regarding claim 23, Oi discloses a method of communicating with a mail center (2, 
figure 1) comprising running an e-mail application on a receiver (abstract and detailed 
description, paragraph [0035]). 

Regarding claim 24, the limitations of the claim are rejected as the same reasons set forth 
in claim 1. 

Regarding claim 25, the limitations of the claim are rejected as the same reasons set forth 
in claims 3-5. 

Regarding claims 26-28, the limitations of the claims are rejected as the same reasons set 
forth in claims 6-8. 
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Regarding claims 29-30, the limitations of the claims are rejected as the same reasons set 
forth in claims 9-10. 

Regarding claims 34-36, the limitations of the claims are rejected as the same reasons set 
forth in claims 16-18. 

Regarding claim 37, Bosco teaches the notification comprising what to send information 
including at least part of the text of the e-mail (col 5 line 63 through col. 6 line 1 and col. 6 lines 
44-47). 

Regarding claim 38, the limitations of the claim are rejected as the same reasons set forth 
in claim 1 . 

Regarding claim 39, the limitations of the claim are rejected as the same reasons set forth 
in claim 19. 

Regarding claim 40, the limitations of the claim are rejected as the same reasons set forth 
in claim 20. 

Regarding claim 41, Oi discloses a receiver (6, figure 1) for receiving and decoding a 
broadcast signal comprising means for receiving a notification message for notifying a user of 
the receipt of e-mail by a mail center (4, figure 1) together with a broadcast signal (abstract and 
detailed description, paragraphs [0035] through [0041]). Oi differs from the claimed invention in 
not specifically teaching the mail reception data comprising at least part of the text of the e-mail 
in the broadcast signal. However, Bosco teaches an electronic mail system providing a user with 
notification comprising what to send information including at least part of the text of the e-mail 
(col. 5 line 63 through col. 6 line 1 and col. 6 lines 44-47) in order make user friendly by 
providing different options regarding information in the notification. Therefore, it would have 
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been obvious to a person of ordinary skill in the art at the time the invention was made to modify 
Oi in having the mail reception data comprising at least part of the text of the e-mail, as per 
teaching of Bosco, in order make user friendly by providing different options regarding 
information in the notification. 

Regarding claims 42-43, the limitations of the claims are rejected as the same reasons set 
forth in claims 3-5. 

Regarding claim 44, Oi teaches the receiver generates a signal indicating the receipt of e- 
mail by the mail center (abstract and detailed description, paragraph [0035]). 

Regarding claim 45, Oi discloses the receiver generating a signal for displaying at least 
part of the notification message (detailed description, paragraph [0062]). 

Regarding claim 46, Oi discloses a receiver for receiving and decoding a broadcast signal 
comprising means for receiving e-mail via a first medium and means for receiving a notification 
message indicating the receipt of e-mail by the mail center, via a second medium different from 
the first medium (abstract and detailed description, paragraphs [0020] through [0024]). Oi differs 
from the claimed invention in not specifically teaching the notification message comprising at 
least part of the text of the e-mail. However, Bosco teaches an electronic mail system providing a 
user with notification comprising what to send information including at least part of the text of 
the e-mail (col. 5 line 63 through col. 6 line 1 and col. 6 lines 44-47) in order make user friendly 
by providing different options regarding information in the notification. Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time the invention was made to modify 
Oi in having the notification message comprising at least part of the text of the e-mail, as per 
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teaching of Bosco, in order make user friendly by providing different options regarding 
information in the notification. 

Regarding claim 47, the limitations of the claim are rejected as the same reasons set forth 
in claim 20. 

Regarding claim 48, Oi discloses a system for notifying a user of the receipt of e-mail 
comprising an apparatus (3, figure 1) for notifying a user of the receipt of e-mail by a mail center 
(2, figure 1) and a receiver (6, figure 1) for receiving and decoding a broadcast signal, the 
apparatus comprising means (26, figure 1) for transmitting a notification message in the 
broadcast signal, and the receiver comprising means for receiving a notification message for 
notifying the user of the receipt of e-mail by the mail center together with the broadcast signal 
(abstract and the entire detailed description). Oi differs from the claimed invention in not 
specifically teaching the apparatus comprising means for receiving a request for the notification 
message to be transmitted and the receiver comprising means for receiving at least part of the 
text of the e-mail. However, Bosco teaches an electronic mail system providing a user with 
notification of a received e-mail message by receiving a request for notification message to be 
transmitted (steps 440-460, figure 4 and col. 5 lines 7-160, wherein the notification comprising 
what to send information including at least part of the text of the e-mail (col. 5 line 63 through 
col. 6 line 1 and col. 6 lines 44-47) in order make user friendly by providing different options 
regarding information in the notification or alert consistent with the capabilities of user's 
communication equipment. Therefore, it would have been obvious to a person of ordinary skill in 
the art at the time the invention was made to modify Oi in having the apparatus comprising 
means for receiving a request for the notification message to be transmitted and the receiver 
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comprising means for receiving at least part of the text of the e-mail, as per teaching of Bosco, in 
order make user friendly by providing different options regarding information in the notification 
or alert consistent with the capabilities of user's communication equipment. 

5. Claims 14-15 and 32-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oi (JP 10-210072 A) in view of Bosco (US PAT. 6,335,963) as applied to claims above, and 
further in view of Duphorne (US PAT. 6,212,265). 

Regarding claims 14-15, the combination of Oi and Bosco differs from the claimed 
invention in not specifically teaching to store preferences selected by the user and to notify the 
user of the selected number of e-mails. However, Durphorne discloses a method for electronic 
mail notification comprising a parameter database (14c) for storing preferences selected by the 
user and filtering information to notify the user of a selected number of e-mails in order to make 
user friendly (col. 4 line 32 through col. 5 line 7). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify the combination 
of Oi and Bosco in storing preferences selected by the user and notifying the user of the selected 
number of e-mails, as per teaching of Duphorne, in order to make user friendly. 

Regarding claims 32-33, the limitations of the claims are rejected as the same reasons set 
forth in claims 14-15. 

Response to Arguments 

6. Applicant's arguments with respect to claims 1-10, 12-20, 22-30 and 32-48 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Uchida et al. (US PAT. 6,327,610) discloses a broadcast communication system for 
broadcasting electronic mails that separately stores and sends a portion of electronic mails with 
an access code for filtering and retrieving purpose (abstract). Eguchi (US 2001/0040694) 
discloses a communication terminal device with electronic mail communication capabilities 
creating image data indicating transmission of electronic mail to a recipient (abstract). 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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9. Any response to this final action should be mailed to: 
Box AF 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 
Or faxed to: 



(703) 872-9306 (for Technology Center 2600 only) 
Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA, Sixth Floor (Receptionist). 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to George Eng whose telephone number is (703) 308-9555. The 
examiner can normally be reached on Tuesday to Friday from 7 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Curtis Kuntz, can be reached on (703) 305-4708. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Technology Center 2600 Customer Service Office whose telephone 
number is (703) 306-0377. 




George Eng 
Primary Examiner 
Art Unit 2643 



